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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OCTAGON LAW GROUP, INC.,
Petitioner,
V. Cancellation No. 92056629

OCTAGON WORLDWIDE HOLDINGS,
B.V,,

Registrant.

Mark: OCTAGON
Registration No. 2,470,833

Registration Date: July 24, 2001

REGISTRANT'S REPLY IN FURTHER SUPPORT OF MOTION TO TAKE
PETITIONER'S DEPOSITION ORALLY AND IN OPPOSITION TO PETITI ONER'S
MOTION TO QUASH

Registrant, Octagon Worldwide Holdings, B.V. (“Registrant”), esfully submits this
reply in further support of its Motion to take the deposition of Pet#io@ctagon Law Group,
Inc. by oral questions (the “Motion”).

In response to Registrant’s Motion, Petitioner filed a documetitiesh Motion to Quash
Registrant’'s 30(B)(6) Notice of Deposition Of Petitioner, in which jfjposes the Motion and
seeks to quash the Notice of Deposition served on Petitioner (tegpthhse”). In its Response,
however, Petitioner fails to show that Registrant does not havel gaoise for taking the
deposition of Petitioner (through a Rule 30(b)(6) represergptin order that Registrant may
fully defend its registration and to put itself in the best position tceddfthese cancellation

proceedings instituted by Petitioner. In the absence of a showinwpafship by Petitioner



sufficient to outweigh Registrant’s need for the deposition, the @pbdition must be permitted,
as noticed.

Registrant has demonstrated it would be prejudiced if unable to Rdioner’s
deposition by oral questions and has made a showing of good raits®otion. The Response
to Registrant’s motion, however, is devoid of any showing that sactsfdo not constitute good
cause for a deposition to be taken orally. Indeed, not only hasdPetitnot cited a single TTAB
or court case in support of its position, but it has also failed to shwat the cases cited by
Registrant in support of its Motion are not applicable. Insteatti®®er simply argues that it is
located in Canada, and that a deposition would be an “inconvenieha@ig business hours.
However, location outside of the United States and the fact that thesdem would be taken
during business hours are not sufficient to overcome a showiggaxl cause. See, e.g., Orion
Group Inc., v. The Orion Insurance Co. P.L.C., 12 U.S.P.Q.2D 1923 (TTAB 1989) (permitting
oral deposition of foreign party to be taken in England and Imgjdhat “[iJt would be unjust...
to deprive opposer of the opportunity of obtaining discovery amtigipally of confronting and
examining the witness by oral examinationgjting, Society Nationale Industrielle Aerospatiale,
et. al. v. U.S District Court for the Southern District of lowa, 107 U.S. 522 (1987); Feed
Flavors Incorporated v. Kemin Industries, Inc., 1980 TTAB LEXIS 84 (Trademark Trial & App.
Bd. 1980) (finding good cause for deposition to be taken orally esjdcting excuse that
deponents were “busy executives whose schedules would bepididriess by their being
deposed under Rule 2.124 rather than orally” and holding that “itldvbe unjust for respondent
to be deprived of the valuable aid of confronting the witnesses by wia oral cross-
examination”);see also Spier Wines (PTY) Ltd. v. Ofer Z. Shepher, 2012 TTAB LEXIS 218
(Trademark Trial & App. Bd. June 12, 2012) (noting that “a deposion written questions ...

deprives an adverse party of the right to confront the witnessaaskdfollow-up questions on



cross-examination” and holding that deposition on written questizes not adequate substitute,
where the party offering the foreign witness refused to consegm taral deposition). Moreover,
Registrant will take the oral deposition in Toronto, where Petitioselocated, so Petitioner
would suffer no hardship in attending an oral deposition there.

Petitioner also claims in its Response that it has no presence in the (Btéts$, simply
because it is a Canadian company. Petitioner ignores that it leasafihumber of OCTAGON
formative trademark applications in the United States — specificallgast eight applications —
and that it has asserted a good faith intent to do business in the United Stech that it would
necessitate the cancellation of all or part of Registrant’s Reg@travhich has been registered
on the Principal Register for over 12 years, and which mark has Ipeesei in the United States
for over 15 years. Petitioner brought these proceedings, ngisiRant. Petitioner has raised the
issues at hand, not Registrant. Petitioner’s attempt to use ésdatl use in the United States as
a sword against Registrant, yet to hide behind the fact that it resideanada as a shield to
Registrant’s ability to take a full and complete oral deposition anzbtdront the witness by oral
examination, should be rejected. Registrant must be given a elanggorously defend itself
and its long-standing use and Registration.

Further, Petitioner may not itself determine the scope of disgower whether its
responses are or would be sufficient. Petitioner’s self-sentizigment that “it is patently clear
what damage Petitioner is suffering” is an attempt to end-runratdive entire discovery process
and usurp the Board’'s role as finder of fact. If that were the c#ss, matter could be

determined on the pleadings alone, which allegedly set forth Peditemrlaim for damage.

! petitioner's claim that its counsel would need to fly to Toronto is aemed herring, as
Registrant’s counsel would need to do the same and does not expegptrese to be
significant, especially when compared to the need for and utility ofl#position.



However, the TBMP provides for a discovery process, in order tmpehe parties to develop
their own claims and challenge and confront the other party’s claiRetitioner has instituted
this proceeding, challenging the registration of Registrant’s mark, @nduant to the discovery
procedures of the TBMP and applicable case law, Registrant isigpednto confront and
examine the basis of Petitioner’s claims and defend its registragitime fullest extent possible,
including by deposing Petitioner.See, e.g., Orion Group Inc., v. The Orion Insurance Co.
P.L.C., 12 U.S.P.Q.2D 1923 (TTAB 1989) (holding that where foreigtitgrsought to register
and use marks in the United States, it would be “unjust” to deprive sgpihe opportunity of
obtaining discovery and confronting foreign witness by orahreiation); Feed Flavors
Incorporated v. Kemin Industries, Inc., 1980 TTAB LEXIS 84 (Trademark Trial & App. Bd.
1980) (holding that “it would be unjust for respondent to be deprigédhe valuable aid of
confronting the witnesses by way of oral cross-examination”).

In conclusion, Petitioner has not shown that it would suffer hardghipugh the taking
of a deposition near its place of business, however the record teefleat Respondent will be
prejudiced if it is unable to question and confront Petitioner’'s @gg1about the basis for its
claim. There is no good cause to deny Registrant the right to be e@epof the value of
confronting the witness and to take an oral deposition, subject tes@wamination.

Accordingly, the balance of equities favor Registrant.



WHEREFORE, Registrant respectfully requests that the Board issoedar permitting
the deposition of Petitioner to proceed by oral examination. In lkifhhe upcoming discovery
deadlines, Registrant also respectfully requests that the Bsmusgend proceedings pending

disposition of Registrant’s motion.

Respectfully submitted,

Dated: New York, New York LOEB & LOEB LLP

October 29, 2013 By: /s/ Tamara Carmichael

Tamara Carmichael

Jodi Sarowitz

345 Park Avenue, T8Floor
New York, New York 10154
(212) 407-4000

Attorneys for Registrant
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